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DETAILED ACTION 

Response to Arguments 

1 . Applicant has submitted replacement drawings. Examiner's Objection has been 
withdrawn. 

2. As to Claim 1 9, Applicant argues that Lum fails to disclose "a means of angular 
location formed by at least one electrode punctually coinciding with the peripheral 
surface of the penetration instrument, the coinciding surface of the electrode having a 
position set off from a longitudinal axis of the instrument, and a means for detecting a 
position of the at least one electrode." Examiner respectfully disagrees. Fig. 2A of Lum 
shows an electrode 125 disposed off on the longitudinal axis of the instrument, and a 
means for measuring impedance between electrodes (Col. 3, Lines 1 1-27), which in 
turn is controlled by a processor 108 which determines the position of the electrode. 

As to determining angular location, Examiner states that any penetration depth 
determined by the device of Lum and Cory, is relative to a reference point. The system 
is not constrained by Cartesian coordinates; an x-y distance can also be interpreted in a 
polar coordinate system as an 'angular location.' Also, using the offset electrodes 123 
and 125 of Lum, a known depth of the needle, and trigonometry, and angular location of 
the electrode can be determined. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which the subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 19-21, 24-32, 35, and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6,391 ,005 to Lum et al. in view of U.S. Patent No. 
6,706,016 to Coryet al. 

As to Claim 19, Lum discloses an exploration device to monitor the penetration 
of an instrument in an anatomic structure (100 and Col. 3, Lines 60-67 - Col. 3, Lines 1- 
9) comprising: at least two electrodes (123 and 125 at tip 103 in Col. 3, Lines 10-53); a 
means for measuring impedance between the electrodes (Col. 7, Lines 5-16); a means 
of angular location formed by at least one electrode punctually coinciding with a 
peripheral surface of the penetration instrument (Col. 6, Lines 46-67 - Col. 7, Lines 1- 
5), the coinciding surface of the electrode having a position set off from a longitudinal 
axis the instrument (See 1 1 5 in Fig. 2A); and means for detecting a position of the at 
least one electrode (Col. 7, Lines 5-16 and Fig. 10). 

As to Claim 20, Lum discloses an exploration device wherein the electrode 
punctually coincides with a lateral surface of the penetration instrument (125 on lateral 
surface of 1 10 in Fig. 2A). 

As to Claim 21, Lum discloses an exploration device wherein the electrode 
punctually coincides with a peripheral surface of a distal end portion of the penetration 
instrument (125 on peripheral surface of a distal end portion of 110 in Fig. 2A). 

As to Claim 24, Lum discloses an exploration device wherein the electrodes are 
a plurality of coinciding angularly spaced fixed electrodes and means for measuring 
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impedance delivers a signal corresponding to each of the electrodes (123 and 125 are 
angularly spaced, Col. 3, Lines 28-53 and Col. 7, Lines 5-16) . 

As to Claim 25, Lum discloses an exploration device wherein the electrodes are 
longitudinally and angularly spaced punctual contacts (123 and 125 are partially and 
discontinually coinciding with the peripheral surface of 110) 

As to Claim 26, Lum discloses an exploration device wherein the electrodes are 
formed of longitudinal strips (123 and 125 are longitudinal strips in Fig. 2A). 

As to Claim 27, Lum discloses an exploration device wherein the electrodes are 
distributed around the longitudinal axis of the penetration instrument (See 122 in Fig. 
2B). 

As to Claim 28, Lum discloses an exploration device wherein the electrodes are 
symmetrically arranged with respect to the longitudinal axis of the penetration 
instrument (See 122 in Fig. 2B). 

As to Claim 29, Lum discloses an exploration device wherein the electrodes are 
conducting rods of circular section (See 122 in Fig. 2B). 

As to Claim 30, Lum discloses an exploration device wherein the electrodes are 
formed by eccentric conducting rods (rods 136, not sharing the same central axis in Fig. 
4). 

As to Claim 31, Lum discloses an exploration device further comprising at least 
one electrode arranged at a distal end of the penetration instrument (125 at distal end of 
110). 
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As to Claim 32, Lum discloses an exploration device wherein two electrodes are 
arranged at the distal end of the penetration instrument, the electrodes consisting of 
conducting rods of substantially concentric circular section (122 and 120 in Fig. 2B are 
concentric conductors). 

As to Claim 35, Lum discloses an exploration device further comprising a central 
channel for passage of an additional instrument (Lumen 138 in Fig. 4). 

As to Claim 36, Lum discloses an exploration device to monitor the penetration 
of an instrument in an anatomic structure (100 and Col. 3, Lines 60-67 - Col. 3, Lines 1- 
9) comprising: at least two electrodes (123 and 125 at tip 103 in Col. 3, Lines 10-53); an 
impedance measuring device between the electrodes (Col. 7, Lines 5-16); an angular 
locator formed by at least one electrode punctually coinciding with a peripheral surface 
of the penetration instrument (Col. 6, Lines 46-67 - Col. 7, Lines 1-5), the coinciding 
surface of the electrode having a position set off from a longitudinal axis the instrument 
(See 1 15 in Fig. 2A); and means for detecting a position of the at least one electrode 
(Col. 7, Lines 5-16 and Fig. 10). 

Lum discloses the claimed invention except for a source of voltage supplying the 
at least two electrodes. 

Cory discloses a depth determining instrument (Seen in Fig. 1A) wherein a 
source of voltage supplying the at least two electrodes (180, and Col. 6, Lines 22-38) in 
order to allow control of the current output through a fingertip control on the stimulating 
needle (Col. 5, Lines 50-53). 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the exploration device of Lum with the voltage source 
modifications of Cory in order to allow control of the current output through a fingertip 
control on the stimulating needle. 

3. Claims 22, 23, 33, and 34 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over U.S. Patent No. 6,391 ,005 to Lum et al. in view of U.S. Patent No. 
6,706,016 to Cory et al. in further view of U.S. Patent No. 6,951 ,549 to Beyerlein. 

As to Claims 22, 23, 33, and 34, Lum in view of Cory disclose the claimed 
invention except for wherein the coinciding electrode is rotatably movable; wherein the 
coinciding electrode is driven at a speed of rotation so that the electrode sweeps at 
least 360 degrees per level of drilling of the penetration instrument in the bone structure; 
wherein the means for detecting comprises a visual marking on a handle of the 
exploration device; and further comprising a handle forming the means for detecting. 

Beyerlein discloses a depth determining instrument (100) wherein the coinciding 
electrode is rotatably movable (Col. 1 1 , Lines 60-67); wherein the coinciding electrode 
is driven at a speed of rotation so that the electrode sweeps at least 360 degrees per 
level of drilling of the penetration instrument in the bone structure (Col. 12, lines 10-17, 
Col. 9, Lines 32-44, and Col. 10, Lines 8-25); wherein the means for detecting 
comprises a visual marking on a handle (100) of the exploration device (Col. 8, lines 40- 
44); and further comprising a handle forming the means for detecting (Col. 8, lines 40- 
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44) in order to determine tissue contact and penetration depth, while rotating the 
instrument into tissue, and providing a clear visual of the depth (Col. 1, Lines 34-58). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the exploration device of Lum with the voltage source 
modifications of Cory and rotational and visual modifications of Beyerlein in order to 
determine tissue contact and penetration depth, while rotating the instrument into tissue, 
and providing a clear visual of the depth. 



Conclusion 

1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTOPHER BECCIA whose telephone number is 
(571 )270-7391 . The examiner can normally be reached on M-F 7:30am - 5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Barrett can be reached on 571-272-4746. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/CHRISTOPHER BECCIA/ /Thomas C. Barrett/ 

Examiner, Art Unit 3775 Supervisory Patent Examiner, Art 

Unit 3775 



